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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 . Claims 1 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Stuart (6,430,921). 

Stuart teaches an internal combustion engine exhaust component (Figure 2, #12) 
(see abstract) comprising: a shell (10) having an outer surface (clearly seen) and an 
inner surface (clearly seen) and defining a chamber (11), wherein the inner surface of 
the shell has a first part (22) susceptible to exhaust condensate contact and a second 
part (could be upper portion of muffler) not susceptible to the exhaust condensate 
contact, and a lining (1 9) applied over only the first part (22) of the inner surface of the 
shell (10) to protect the first part (22) from the exhaust condensate contact (Col. 4, 
Lines 19-35). Further, the claimed method steps are necessitated by the product 
structure, including: determining a part (could be #22) of the inner surface of the shell 
(10) which will be contacted by condensates when in operation (Col. 4, Lines 19-35). 



Application/Control Number: 10/576,044 Page 3 

Art Unit: 2837 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 2, 3, 6, 8, 9 and 11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Stuart (6,430,921 ). 

Regarding Claims 2, 3, 8, 9 and 1 1 , Stuart is relied upon for the reasons and 
disclosures set forth above. Stuart further teaches an internal combustion engine 
exhaust component (Figure 2, #12) (see abstract) comprising: a shell (10) having an 
outer surface (clearly seen) and an inner surface (clearly seen) and defining a chamber 
(1 1 ), and a lining (1 9) applied over a portion of the inner surface of the shell (1 0), 
wherein the coverage area depends on the design of the exhaust component (10) (Col. 
4, Lines 19-35); wherein the shell (10) has a shell thickness and the lining (19) has a 
lining thickness (24), and wherein it is important to minimize the thickness of the liner 
(19) in order to maximize the exhaust component (12) flow (Col. 4, Line 44 - Col. 5, 
Line 3). 

Stuart fails to explicitly teach wherein the lining covers approximately one-third to 
one-half of a surface area of the inner surface of the shell, and wherein the shell 
thickness is thicker than the lining thickness. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide wherein the lining covers approximately one-third to one- 



Application/Control Number: 10/576,044 Page 4 

Art Unit: 2837 

half of a surface area of the inner surface of the shell, since it has been held that where 
the general conditions of a claim are disclosed in the prior art, discovering the optimum 
or working range involves only routine skill in the art. In re Aller, 105 USPQ 233. It 
would have been an obvious design choice to provide wherein the shell thickness is 
thicker than the lining thickness, since such a modification would have involved a mere 
change in the size of a component. A change in size is generally recognized as being 
within the level of ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). 
Further, it has been held that discovering the optimum value of a result effective 
variable involves only routine skill in the Art. In re Boesch, 617 F.2d 272, 205 USPQ 
215 (CCPA 1980). Further, the claimed method steps are necessitated by the product 
structure. 

Regarding Claim 6, Stuart inherently teaches and the steps of providing a 
substantially flat sheet of material (shell 10 will be flat prior to forming), applying the 
lining (19) to the substantially flat sheet of material and then forming the substantially 
flat sheet of material into a shape of the shell (10), as it is well known in the art to 
construct a muffler body by forming a shell from a sheet material. 
3. Claims 4, 7 and 1 0 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Stuart (6,430,921 ) in view of Cullen (4,947,957). Stuart is relied upon for the 
reasons and disclosures set forth above. Stuart further teaches a lining (1 9) applied 
over a portion of the inner surface of the shell (1 0). Stuart fails to teach wherein the 
lining is applied to the shell by spot welding. 
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Cullen teaches applying a lining (Figure 4, #10) to a surface (14) within an 
exhaust component by spot welding (39) (Col. 3, Lines 3-13). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the apparatus of Stuart, with the apparatus of Cullen to provide a 
well known, stable method of attaching components within an exhaust structure. KSR 
International Co. v. Teleflex Inc., 82 USPQ 2d 1385 (2007). Further (with respect to 
claims 4 and 10), the method of forming a device is not germane to the issue of 
patentability of the device itself. Therefore, this limitation has been given little 
patentable weight. 



Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Pertinent arts of record relating to internal combustion engine 
exhaust components and a method of making an internal combustion engine exhaust 
component are disclosed in the PTO-892. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeremy Luks whose telephone number is (571) 272- 
2707. The examiner can normally be reached on Monday-Thursday 8:30-6:00, and 
alternating Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Walter Benson can be reached on (571) 272-2227. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jeremy Luks/ 
Patent Examiner 
Art Unit 2837 
Class 181 

/Edgardo San Martin/ 

Primary Examiner, Art Unit 2837 



